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The Applicant argues that prior art fails to provide reasonable expectation of success. This 
argument is not persuasive. Prior art teaches one skilled in the art finding directions in a 
diamond that has high and low wear resistant properties so that the diamond can be shaped 
accordingly. So there is a success in shaping a diamond according to some directions to increase 
the diamond's wear resistant property. One skilled in the art is a creative person. He/she would 
not stop at what given but try to explore for more options based on what given. Therefore, it 
would be reasonable to expect one skilled in the art to do repeated experiments to come up with 
the claimed directions. 

Regarding the Applicant's argument with respect to the Shah declaration, Mr. Shah did not 
arrange carbon atoms in a diamond to create the <17, 12, 24> direction. He just did repeated 
experiments to find out that shaping a diamond according to that direction would increase the 
wear resistance of the shaped diamond tip. So whether Mr. Shah found that direction or not, that 
direction is always a part of a diamond. Therefore, the <17, 12, 24> direction is an intrinsic 
direction in a diamond and is old. 

The Applicant argues that Batsch and Kobayashi are non-analogous art. This argument is not 
persuasive. Batsch and Kobayashi teach finding directions in a diamond so that a diamond tip 
can be shaped accordingly to increase the wear resistance of the diamond tip. It would have been 
obvious to one skilled in the art to do repeated experiments to come up with the claimed 
direction. Therefore, Batsch and Kobayashi are analogous art. 



